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The real party in interest is KS Kolbenschmidt GmbH, by assignment from inventor 


Claim 1-8 are pending in the Application. Claims 1-8 are rejected under 35 USC 1 12, 
second paragraph. Claims 1 and 6-8 are rejected under 35 USC 103(a) as being unpatentable 
over German Patent Number DE 1210302 ( 4 3 02) in view of United States Patent Number 
(U.S.P.N.) 4,662,047. Claims 2-5 are rejected under 35 USC 103(a) as being unpatentable over 
German Patent DE 1210301 as applied to claim 1 and further in view of the Mechanical 
Engineer's Handbook. 


REAL PARTY IN INTEREST 


Siegfried Mielke. 


RELATED APPEALS AND INTERFERENCES 


There are no related appeals or interferences in the present application. 


STATUS OF CLAIMS 


STATUS OF AMENDMENTS 


An Amendment after final was filed on May 1 1, 2007 and was entered per phone call 
from Examiner on July 31, 2007 and the interview summary dated August 3, 2007. 

SUMMARY OF THE CLAIMED SUBJECT MATTER 

Independent claim 1 defines a process for manufacturing a cooling channel piston 1 
(Paragraph 15), which has a cooling channel 7 approximately in the area behind a ring belt 9, 
where a piston blank 1 is shaped at least partially in a forging process (Paragraph 15), 
characterized in that specifically in the area of a top land, at least one circumferential shoulder 5, 
10 projecting laterally from the piston blank 1 is formed, behind the at least one shoulder 5, 10 a 
recess is introduced from the side, (Paragraph 16) and then the at least one shoulder 5, 10 is 
reshaped by means of deformation such that the recess is closed by the at least one shoulder 5,10 
to create the cooling channel (Paragraph 17). 

Dependent claims 2, 3, 4 and 5 define the reshaping process by forging, (Paragraph 6, 18) 
swaging, driving through a hollow form and pressure rolling (Paragraph 6) respectively. 

Dependent claim 6 defines that the at least one shoulder 5, 10 is rigidly connected to the 
piston blank 1 or to another shoulder 5,10 forming a contact area 8 (Paragraph 17). 

Dependent claim 8 defines that the shoulder 5, 10 is furnished with sealing means 9 in the 
contact area 8 with respect to the piston blank (Paragraph 18, Figure 9). 
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GROUNDS O F REJECTION TO BE REVIEWED ON APPEAL 


1, Claims 1-8 stand rejected under 35 USC 1 12, second paragraph, 

2, Claims 1 and 6-8 stand rejected under 35 USC 103(a) as being unpatentable over 
German Patent No. DE 1210302 in view of Berchem (US J\N. 4,662,047). 

3, Claims 2-5 stand rejected under 35 USC 103 (a) as being unpatentable over 
German Patent No. DE 1210302 (DE '302) in view of Berchem (U.SJP.N. 4,662,047) and further 
in view of the Mechanical Engineer's Handbook, 

ARGUMENT 

Issue 1 Rejection of Claims 1-8 und er 35 U SC 1 12, 2 nd paragraph 
Claims 1-8 are rejected under 35 USC 1 12, 2 nd paragraph. The § 1 12 rejection is 
addressed in this Appeal Brief because the record is unclear whether the Amendment filed on 
May 11, 2007 overcame the aforementioned rejection. Further information would be welcomed 
in the Examiner's answer to this brief regarding the §1 12, 2 nd paragraph rejection, The Examiner 
objected to the term "top land" as being unclear and the term "the sides" lacking antecedent 
basis. For the following reasons, the appellant believes that the Amendment after Final 
overcomes the § 112 rejection. 

"Top land" is a term of art known in the industry for defining the vertical space of a 
piston that separates the combustion area and the top groove. The term "top land" is illustrated 
and discussed in the attached evidence (Appendix B) which include website articles defining the 
term "top land". 

The Examiner further rejected claim 1 as stating that the term "the side" had no 
antecedent basis. The term "the side" was amended to read "a side" in the Amendment after 
Final dated May 11,2007. 
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Issue 2: Rejection of Claims 1 and 6-8: 

Claims 1 and 6-8 are rejected under 35 USC 103(a) as being unpatentable over German 
patent DE 1210302 ('302) in view of Berchem (U.S.PJNL 4,662,047) '047. The Examiner states 
that with respect to claim 1, DE '302 teaches a process for manufacturing a cooling channel 
piston which has a cooling channel approximately behind a ring belt, the piston blank is shaped 
at least partially in a forging process, and that specifically in the approximate area of a top land, 
behind the at least one shoulder a recess introduced from the side and the at least one shoulder is 
reshaped by means of a deformation such that the recess is closed by at least one shoulder to 
create the cooling channel The Examiner states that Berchem teaches at least one 
circumferential shoulder 13 projecting laterally from the piston blank. The Examiner states that 
it would have been obvious to me of ordinary skill in the art at the time the invention was made 
to employ the step of forming at least one circumferential shoulder projecting laterally from the 
piston blank, 

DE c 302 shows inner (d) and outer (e) shaft parts which when abutted together along their 
length, as in Fig. 3, provide for a closed channel (h)> 

The Examiner admits that DE '302 fails to teach at least one circumferential shoulder 
projecting laterally from the piston blank, but states that the Berchem reference teaches the at 
least one circumferential shoulder (2) projecting laterally from the piston blank. 

However, Berchem does not disclose reshaping the shoulder (2) to close a recess to form 
the cooling channel. The shoulder 2 or 7 in Berchem only forms an annular gap (6). There is no 
connection of the free end of the shoulder 2,7 to enclose the gap 6 in Berchem to provide a 
closed cooling channel Therefore, even if one could combine the teaching of Berchem with DE 
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4 302 ? the claim process would not be provided since the gap 6 formed in Berchem is not a closed 
channel. 

Further there is no suggestion how to combine the teaching of Berchem to the teaching of 
DE ; 302 to meet the claimed process. Reference DE '302 already discloses forming a cooling 
channel (h) between the inner and outer shaft parts. Therefore, there would be no motivation to 
add the shoulder 2 or 7 to either of the inner or outer shafts to form an annular gap in addition to 
the cooling channel (h). The piston reference DE '302 would require major modification, 
reconstruction or design to accommodate the teachings of Berchem, For these reasons, it is 
respectfully submitted that the Examiner has failed to establish a prima facie case of obviousness 
to support a rejection of Appellant's invention as set forth in claim 1 over the combination of DE 
c 302 and Berchem (4,662,047). The remaining dependent claims 6-8 of Issue 2 are patentable 
over the cited art for the same reasons as claim 1 . 

In addition to being patentable for the same reasons as claim 1, claim 8 is also patentable 
because the seal (f) in DE '302 is not located on a shoulder as featured in claim 8, The seal (f) is 
along the vertical inner wall (d) of the piston. Berchem does not show or disclose a seal. 
Therefore the combination of DE*302 and Berchem does not render claim 8 obvious. For this 
reason, it is respectfully submitted that the Examiner has failed to establish a prima facie case of 
obviousness to support a rejection of Appellant's invention as set forth in claim 8 over the 
combination of DE '302 and Berchem (4,662,047). 
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Issue 3: Reje ction of Claims 2-5 

Claims 2-5 are rejected under 35 USC 103(a) as being unpatentable over German DE 
c 302 in view of Berchem (U.S.P.N, 4,662,047) and further in view of the Mechanical Engineer's 


Claims 2-5 are dependent claims, dependent on claim 1 and patentable over the cited art 
for the same reasons as claim 1 . 


For the reasons set forth above, it is respectfully submitted that Appellant's invention as 
set forth in claims 1-8 patentably defines over the cited references and is not anticipated, 
suggested or rendered obvious thereby. As such it is respectfully submitted that the Examiner's 
final rejection of claims 1-8 is erroneously based and its reversal is respectfully requested. 

No oral hearing is requested. 

The amount of $500.00 to cover the Appeal Brief filing fee may be charged to the 
appellant's attorney's deposit account number 25-0 11 5, Please charge any other deficiencies to 
the same aforementioned deposit account number. 


Handbook. 


CONCLUSION 


Respectfully submitted, 



Darlene P. Condra 
Attorney for Applicant (s) 
Registration No. 37 11 3 
(248) 649-3333 


3001 West Big Beaver Rd., Suite 624 
Troy, Michigan 48084-3107 
Date: August 13,2007 
DPC/caw 
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APPENDIX A: CLAIMS AT ISSUE IN APPEAL 


Amendment to the Claims: 

1 . Process for manufacturing a cooling channel piston which has a cooling 
channel approximately in the area behind a ring belt, where a piston blank is shaped at least 
partially in a forging process, characterized in that specifically in the approximate area of a top 
land, at least one circumferential shoulder projecting laterally from the piston blank is formed, 
behind the at least one shoulder a recess is introduced from a side and then the at least one 
shoulder is reshaped by means of deformation such that the recess is closed by the at least one 
shoulder to create the cooling channel 

2. Process in accordance with claim 1 , wherein the reshaping takes place by 

forging. 

3. Process in accordance with claim 1 , wherein the reshaping takes place by 

swaging, 

4. Process in accordance with claim 1, wherein the reshaping takes place by 
driving through a hollow form. 

5. Process in accordance with claim 1 , wherein the reshaping takes place by 
pressure rolling. 

6. Process in accordance with claim 1 , wherein the at least one shoulder is 
rigidly connected to said piston blank or to another shoulder forming a contact area. 

7. Process in accordance with claim 6, wherein the contact area is reworked. 
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8* Process in accordance with claim 6, wherein the shoulder is furnished with 
sealing means in the contact area with respect to the piston blank. 
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Castro! Elixion 
Castrol Hypuron 

Dimensions 

Hypuron Press Releases 
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Castrol Assuron 


Tools & Services 

Castrol Labcheck 

Where to Buy 

Product Data Sheet 
(PDS) & Material Safety 
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Search Tool 
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sign up 

Which Oil to Buy 

Find Oil Recycling 
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Plsfen^natorny 
Top Land the vertical space of 
the piston that separates the 
combustion area and the top 
groove. 

Top Groove The Top Grove 
houses the compression ring. At 
the time of combustion, exhaust 
gases move behind the ring and 
push it out creating a tight seal for optima! compression, 

Undercrown The under-side area of the piston where engine oil is 
sprayed to keep the piston from over-heating. 

fop Land 

m Impede the gas flow to the compression ring 

m Increase cylinder wear/bore polishing 

* Decrease engine efficiency and engine life 


Top Grove Deposits 
» Cause rings to stick 
h Cause exhaust gases to blow 
by the compression ring 

> Increasing acidity in the oil 

> Increasing soot in the oil 
Increasing the temperature 
and oxidation rate of the oil 

^ Increasing oil consumption 
* Decrease engine compression 
efficiency and engine oil 



Undercrown Deposits 

■ Impede the heat transfer function of the oil 

m Cause the engine to run hotter 

r Decrease engine efficiency and engine oil 
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Soot Management 

Oxidation Control & Shear Stability 

Exceptional Castrol Hypuron Performance to Achieve Your Goals 
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